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DISTRIBUTED LEDGER TECHNOLOGY AKA “BLOCKCHAIN”
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• Distributed Ledger Implementation has been 
around for decades

• Mature Technology in the sense that the 
fundamentals are likely to be available to all*

• Interesting implementation is known to exist 
as early as the 90s – printed in the New York 
Times classified section

• A distributed ledger stores data and is maintained by a network of users and 
in current forms is secured through cryptography. When new information is 
added the new information is recorded as “blocks” – an encoding of the 
new information intended as proof of that new information 

• More specifically these blocks have been used as immutable records of 
financial transactions – however applications have become wide and varied 
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BENEFITS OF DISTRIBUTED LEDGERS
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BLOCKCHAIN SUMMARY OF APPLICATIONS 
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Cryptocurrency (e.g. 
Bitcoin)

NFT’s (Non-Fungible 
Tokens)

Smart Contracts

Blockchain Domains

ICO’s (Initial Coin Offerings)

DAO’s (Decentralized 
Autonomous Organizations)
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Bitcoin Pricing Dec. 2021 – Dec. 2022
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BLOCKCHAIN WHAT CAN YOU PROTECT?

• The fundamental implementation: creating tracking records and 
encoding them for later validation is known

• The ability to protect your approach with patent comes from 
creating or implementing an improvement 

• Some examples include – self authenticating blocks that avoid 
mining operations; private and publicly accessible block chains; 
more efficient encoding and validation; improved security; 
specific technical applications; Machine Learning integration, etc. 

• Who has been patenting in this space?  All the big players and 
even some you would not typically consider – IBM, MicroSoft, 
Capitol One, and even Walmart

8
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RECENT EXAMPLES  
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• Heartbeats and consensus in verifiable 
outsourced ledgers (Microsoft 8/2/2022)

• Leveraging blockchain based machine 
learning modeling for expense 
categorization (Capital One 11/29/2022)

• Information management and access 
control in a database (IBM 8/23/2022)

• Systems and methods for prioritizing 
trailers at receiving facility (9/13/2022)
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ANTICIPATE CHALLENGES
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• The question of what you can patent leads 
to how can you protect your innovation 

• Focus on technical aspects, provide 
examples of how your approach improves 
the process, the system, the 
implementation or integrated new 
technology

• Technical details help tell the story of the 
invention and convince the Patent Office 
of patentability
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NFTS
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NFTs
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NFT MARKETPLACE: OPENSEA
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NFT MARKETPLACE: TRADEMARK AND COPYRIGHT
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NFT MARKETPLACE: OPENSEA TAKEDOWN PROCEDURE
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HIGH PROFILE U.S. IP CASES
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IP CASES: CONTRACT DISPUTE

Miramax LLC v. Tarantino
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IP CASES: ARTISTIC FAIR USE

Hermès International v. Rothschild
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IP CASES: NOMINATIVE FAIR USE

Nike Inc. v. StockX LLC
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CLASSIFYING TRADEMARK 
APPLICATIONS
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TRADEMARK ID MANUAL
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EXAMPLE (AS-FILED)
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BORED APE (U.S. Application Serial No. 90/884286)
• Filed August 16, 2021
• Goods/Services:

• Class 16: digital collectibles; digital collectibles sold as non-fungible tokens
• Class 35: maintain and record ownership of digital illustrations; maintain and 

record ownership of digital illustrations represented by non-fungible tokens; 
providing a website featuring an online marketplace for exchanging digital 
collectibles

• Class 42: Computer services, namely, creating an online community for 
registered users to access a collaborative graffiti board

• Class 45: online social networking services provided through a members-only 
website
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EXAMPLE (NON-FINAL OFFICE ACTION) 
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BORED APE (U.S. Application Serial No. 90/884286)
• Non-Final Office Action issued March 21, 2022

• Class 9: Digital collectibles in the nature of downloadable multimedia file containing artwork relating 
to {indicate field or subject matter of file} authenticated by non-fungible tokens (NFTs); Digital 
collectibles in the nature of downloadable image files containing {indicate subject matter or field, 
e.g., trading cards, artwork, memes, sneakers, etc.} authenticated by non-fungible tokens (NFTs)

• Class 16: digital collectibles; digital collectibles sold as non-fungible tokens
• Class 35: Maintaining and recording ownership of art prints comprised of digital illustrations 

originating from photographs; maintaining and recording ownership of downloadable image files 
featuring digital illustrations authenticated by non-fungible tokens; Provision of an online marketplace 
for buyers and sellers of downloadable digital collectibles in the nature of {indicate type of 
downloadable digital goods, e.g., art images, music, video clips, etc.} authenticated by non-fungible 
tokens (NFTs)

• Class 45: online social networking services provided through a members-only website; 
• Class 42: Computer services, namely, creating an online community for registered users to access a 

collaborative graffiti board
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EXAMPLE

VALENTINO (U.S. Application Serial No. 97/365869)
• Filed April 15, 2022
• Goods/Services:

• Class 9: Downloadable virtual goods, namely, computer programs featuring footwear, clothing, headwear, eyewear, 
perfumery, jewelry, furniture, and accessories for use online and in online virtual worlds; Downloadable digital assets and 
electronic data files provided with non-fungible tokens (NFTs) and other crypto collectibles and block chain-based non-
fungible assets

• Class 35: Retail store services featuring virtual goods, namely, footwear, clothing, headwear, eyewear, perfumery, jewelry, 
furniture, and accessories for use online; on-line retail store services featuring virtual merchandise, namely, footwear, 
clothing, headwear, eyewear, perfumery, jewelry, furniture and accessories

• Class 41: Entertainment services, namely, providing on-line, non-downloadable virtual footwear, clothing, headwear, 
eyewear, perfumery, jewelry, furniture, and accessories for use in virtual environments

• Class 42: Non-Fungible Tokens used with block chain technology; non-fungible tokens used with block chain technology to 
represent a collectible item; Software platforms for providing access to crypto-collectibles, non-fungible tokens and other 
application tokens; providing temporary use of online non-downloadable software for use in electronically trading, storing, 
sending, receiving, accepting and transmitting digital currency, crypto-collectibles, non-fungible tokens and other application 
tokens, and managing digital transactions; hosting an online community website; Providing non-downloadable computer 
software in the nature of crypto-collectibles and non-fungible tokens (NFTs)
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SPECIMENS

RALPH LAUREN (U.S. Application Serial No. 97/163420)
• Filed December 8, 2021
• Goods/Services:

• Class 35: Retail store services featuring virtual goods, namely, clothing 
and accessories for use in online virtual worlds

• Class 41: Entertainment services, namely, providing on-line, non-
downloadable virtual clothing and accessories for use in virtual 
environments created for entertainment purposes
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SPECIMENS (RALPH LAUREN (U.S. Application Serial No. 97/163420))
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PROTECTION AT THE USPTO
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IP CASES: SQUATTERS AT THE TRADEMARK OFFICE
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ADDITIONAL RESOURCES 
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• IP Talk: A Wolf Greenfield Podcast – Episode 16: Riding 
the NFT Wave with John Strand

• USPTO Training Webinar: Registering trademarks for 
newer technologies: NFTs, blockchain, cryptocurrency, 
and virtual goods – December 13 2022, 2–3:30 p.m. ET

• Joint study on intellectual property rights and non-fungible 
tokens with the USPTO and the US Copyright Office. 
Webinars in January 2023.

https://info.wolfgreenfield.com/iptalkpodcast
https://www.uspto.gov/about-us/events/registering-trademarks-newer-technologies-nfts-blockchain-cryptocurrency?utm_campaign=subscriptioncenter&utm_content=&utm_medium=email&utm_name=&utm_source=govdelivery&utm_term=
https://www.uspto.gov/ip-policy/joint-study-intellectual-property-rights-and-non-fungible-tokens


© 2022 Wolf, Greenfield & Sacks, P.C. All rights reserved.

THANK YOU!
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